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A joint agreement was announced by the EPO and the China National Intellectual 
Property Administration (CNIPA) to provide patent applicants filing an international 
patent application, in English, at the CNIPA as Receiving Office, the option to select 
the EPO as their International Searching Authority (ISA). 

By Kirwin Lee

European Patent Office and China National 
Intellectual Property Administration 
Announce Pilot Programme to Enhance PCT 
Co-operation

According to the announcement, this new 
option is expected to be implemented 
this year as a two-year pilot programme. 
It is envisioned that this step will offer an 
additional option for Chinese applicants 
to optimise their international patent 
strategy, especially when considering 
protection in Europe.

Eligibility

Under the new pilot programme, 
Chinese nationals and residents filing 
international patent applications in 
English with CNIPA as the Receiving 
Office will be able to select the EPO, as an 
alternative to CNIPA, as the competent 
ISA.

Advantages of choosing the EPO over 
the CNIPA as ISA

Chinese applicants opting for the EPO 
as ISA would receive a search report 
and written opinion issued by an EPO 
examiner during the international phase 
of the PCT application. This information 
would prove useful for the applicants in 
deciding whether to enter the European 
regional phase as well as managing their 
expectations in terms of the likelihood of 
obtaining grant at the EPO. Furthermore, 
by choosing the EPO as ISA, the 
application can be accelerated by directly 
proceeding to examination on entry into 
the European regional phase without 
requiring a supplementary search to be 
performed, thus gaining up to one year by 
entering into the European phase earlier. 

Advantages of filing a PCT application at 
the CNIPA in English rather than Chinese

Filing in English may be beneficial for 
patent applications that are intended 
to be enforced in English speaking 
jurisdictions due to the relevant language 
requirements with regard to publication. 
This is due to the fact that in a number 
of jurisdictions (such as the UK), certain 
rights are conferred on the publication 
of a patent application in a national 
language. For example, it would be 
possible to seek damages dating back 
to the earliest date of publication of 
the patent application for a granted UK 
patent, given that the earliest publication 
of the patent application was in English. 
As this also applies to granted UK patents 
that are derived from international 
patent applications that were published 
in English, applicants may want to ensure 
that the international patent applications 
were filed and published in English, so 
that any rights conferred on publication in 
English-speaking countries are available 
from the earliest date possible.
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In cases where the international patent 
application claims priority from an 
earlier filed Chinese national patent 
application, both the Chinese national 
patent application and the international 
patent application would be published 
around the same time respectively in 
Chinese and English, provided that 
the earlier filed Chinese national 
application is pursued concurrently with 
the international application. Thus, 
there may also be additional benefits in 
that relevant rights are conferred at an 
early stage of the application process 
for both languages. 

How can non-Chinese applicants 
benefit from the programme?

Under Chinese patent law, inventions 

that are made in China are subject to a 
confidentiality examination before filing 
any foreign applications. To fulfill such 
requirements, applicants could file an 
international patent application at the 
CNIPA as Receiving Office, as this would 
be deemed to include a request for the 
confidentiality examination. 

Since the new programme would 
make it possible for applicants to file 
an international patent application in 
English at the CNIPA office as Receiving 
Office, non-Chinese applicants who have 
collaborated with China-based inventors 
on inventions that are made in China 
could also benefit from the new scheme, 
thereby avoiding having to compromise 
in terms of language restrictions and filing 
timeframe. It is important to note that in 
order for the CNIPA to be a competent 
Receiving Office, it is mandatory to name 
at least one Chinese applicant on the 
international patent application for at 
least one PCT member state. 

‘‘ [I]n order for the CNIPA to be a competent 
Receiving Office, it is mandatory to name 
at least one Chinese applicant on the 
international patent application for at 
least one PCT member state’’

In Feilin v Baidu, the Beijing Internet Court considered whether copyright subsists 
in a report generated using software for searching case judgments and generating 
comparison tables and charts.  

By Monique Henson

Humans required? Authorship and copyright 
in China 

In this case, Feilin brought a copyright 
infringement claim against Baidu for 
republishing a report that Feilin initially 
posted on WeChat.  The report was 
produced using a piece of software, 
Wolters Kluwer China Law & Reference, 
and the defendant, Baidu, argued that 
this meant copyright does not subsist in 
the report.

Was the report at issue produced 
entirely by software? 

Feilin stated that the report had been 
produced by initially using Wolters 
Kluwer China Law & Reference to search 
for judgments and generate drawings 
based on criteria provided by the their 
employees.  Their employees then 

modified the drawings and analysed 
the statistics provided by the platform 
in order to create the report.  The 
defendant, however, contended that 
the entire report was generated by the 
platform, stating that Feilin did not 
collect the presented data or create the 
drawings. 
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To settle the issue, Feilin used the platform 
(following instructions provided by the 
defendant, Baidu) to produce a reference 
report for determining the extent to 
which the output of the platform was 
modified to produce the disputed report.  
Although there were differences between 
the reference report and the report in 
question, however, Baidu argued that 
these differences arose as a consequence 
of the software continually updating over 
time.  

The Court disagreed, however, stating 
that the differences between the 
reference report (the output of the 
software) and the report published by 
Feilin indicated that the report at issue 
was created by Feilin’s team.  As a result, 
copyright was deemed to subsist in the 
work. 

What if the report had been created 
entirely by the platform?

The Court did not stop there, however, 
and went on to comment on whether 
copyright also subsisted in the reference 
report created by the platform.  According 
to the Copyright Law of the People’s 
Republic of China and the Regulations 
for the Implementation of the Copyright 
Law of the People’s Republic of China, 
copyright subsists in a work if it is original, 
can be reproduced in a tangible form and 
can be considered to be an intellectual 
creation resulting from intellectual 
activities.  

In the present case, the Court stated 
that a work only qualifies for copyright 
protection if it is produced by a natural 
person. Thus, even if a work is deemed 
to be original, copyright will not subsist 
unless it is authored by a natural person.  
This, in turn, begs the question – what 
contribution must a natural person make 
in order to be considered to be an author 
of the work? 

For example, could a software developer 
who created the platform be considered 

to be an author of the reference 
report generated by the platform?  
Not according to the Beijing Internet 
Court, which determined that the 
reference report did not pass on any 
original expression of the developer, 
and thus could not be considered to be 
authored by the developer of Wolters 
Kluwer China Law & Reference.  
Similarly, the Court determined that a 
software user could not be considered 
to be an author, as the reference report 
was generated automatically and did 
not convey an original expression of 
idea or feeling from the software user. 

This case suggests that, in China, 
copyright will only be considered 
to subsist in a work if it conveys an 
original expression of an idea or 
feeling made by a natural person.  It 
is not yet clear how this lines up with 
the Resolution adopted at the AIPPI 
(International Association for the 
Protection of Intellectual Property) 
World Congress London in September 
2019, which states that AI generated 
works should only be eligible for 
protection by copyright if there is 
human intervention in the creation of 
the work.  

Although many countries have 
established provisions for copyright in 
computer-generated works, this case 
illustrates some of the issues that can 
arise when considering whether or not 
copyright subsists in a work generated 
using artificial intelligence.  This issue 
is not limited to copyright, however, 
as various patent offices are now 
considering the issue of AI inventorship.  
Increasingly, there are calls to adopt 
similar provisions to those already 
in place for copyright in computer-
generated works for inventions 
generated by AI.  However, as this case 
and the Resolution adopted by the 
AIPPI show, the issue of authorship for 
AI-generated works is far from settled. 
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The Chinese tradition of giving money in a red envelope (hóngbāo) to friends and 
family dates back hundreds of years. Over Chinese New Year 2019, 823 million of 
these were given, not in physical red envelopes, but in virtual red envelopes sent 
from one mobile to another. The adoption of mobile payments using services such 
as WeChat Pay and AliPay has become so widespread in Chinese commerce that 
authorities are now taking action to ensure retailers don’t refuse cash as a method of 
payment. This is a far cry from China just ten years ago, when cash payments were 
heralded as the most secure way to pay in a largely cash-driven economy.

By Lauren Cane

China leads the way in QR mobile 
payments

The term ‘mobile payments’ is used to 
cover a wide range of technologies, 
spanning contactless Near Field 
Communication (NFC) payments, 
mobile banking, online transfers and 
other forms of mobile commerce for 
buying goods and services. Apple Pay 
and Samsung Pay have been widely 
adopted in the US and Europe because 
they use the same NFC infrastructure 
that already exists for contactless credit 
and debit card payments. The transition 
to mobile payments was therefore 
a relatively small step, requiring the 
inclusion of NFC chips in mobile phones. 
In contrast, the rise of mobile payments 
in China did not build on pre-existing 
NFC infrastructure because credit cards 
simply aren’t as ubiquitous in Chinese 
commerce. In 2017, each person in the 
US owned on average 2.6 credit cards, 
whereas in China this number was just 
0.39. 

Mobile payments in China are more 
commonly made through payment 
services such as WeChat Pay and AliPay 
with the use of Quick Response (QR) 
codes. There are two possible methods 
for making a payment with a QR code: 
the merchant can present a QR code that 
the customer can scan with the camera in 
their mobile phone to make the payment, 
alternatively the customer can generate 
their own personal QR code through the 
payment service and the merchant can 
scan the customer’s QR code to take the 
payment. The simplicity of these methods 
have made them cheap and easy to 
use for large or small merchants and 
customers alike. 

‘‘  The growth in mobile payments has 
been accompanied by an increase in 
patent filing activity in this domain’’

In Europe and the US, NFC payments are 
far more dominant and QR codes are 
mostly used as a useful way to access 
or provide information. Whilst NFC 
payments are not likely to disappear in 
these countries, many merchants could 
stand to gain by accommodating QR 
code payments for tourists who are 
familiar and comfortable with paying 
in this way. To this end, Barclaycard 
partnered with Alipay early last year to 
allow Barclaycard merchants to use QR 
payments at checkouts.

The growth in mobile payments has 
been accompanied by an increase in 
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patent filing activity in this domain, as 
companies try to preempt, and to some 
extent prompt, changes in consumer 
behaviour. A study by LexInnova in 
20151 revealed that patents and patent 
applications in the cashless payment 
space are distributed across a large 
number of assignees, and Mastercard, 
Visa and Google come out on top. 
The domain is becoming increasingly 
competitive and plenty of licensing and 
cross-licensing can be expected in the 
future. Geographically speaking, patent 
filing in this space is well spread across 
most of the developed and developing 
nations. The LexInnova report found 
the largest number of patent filings in 
the US, followed by Canada, China and 
Australia.

Concerns around security are likely 
to increase as the uptake in mobile 
payments continues to grow. It is 
therefore not surprising that the 
technology areas with the largest 
number of patent filings were found to 
be ‘Payment Architecture’ and ‘Access 
Security and User Authorisation’. Both of 

By Peter Collie

Nice and simple: a guide to China’s trade 
mark subclass system 

What is Nice classification?

When applying to register a trade 
mark, Applicants need to detail the 
goods or services in respect of which 
they (intend to) use their mark. The 
Nice classification is an international 
system of classifying those goods/
services into the appropriate class(es), 
for the purposes of fee payment and 
availability searching. 

China is one of 80 countries worldwide 
which uses the Nice classification. 
However, there are significant 
differences in the way it uses the system 
compared with most other territories. 

This blog briefly explores some of those.

Subclasses and standard terms 

China divides each Nice class into 
subclasses. Goods/services are 
therefore grouped into both a Nice 
class and an underlying subclass (9.1, 
9.2 etc). In addition, only standard 
descriptions of goods/services, already 
approved by the Chinese Office, are 
accepted. 

Goods/services within the same 
subclass are automatically regarded as 
similar. Similarity is also presupposed 
between a number of different 

these areas relate to the authentication 
and verification of the user identity 
during electronic payment transactions, 
with the former relating to hardware 
and the latter relating to cryptographic 
techniques. Convincing potential users 
that mobile payments are not only 
convenient, but also secure remains a 
major challenge for this industry.

1  https://www.wipo.int/edocs/plrdocs/
en/war_of_wallets.pdf

https://www.wipo.int/edocs/plrdocs/en/war_of_wallets.pdf
https://www.wipo.int/edocs/plrdocs/en/war_of_wallets.pdf
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subclasses. 

This mechanical approach avoids case-
by-case analysis of the goods/services 
themselves. Similar earlier marks are 
cited against applications based on 
predetermined similarity between 
subclasses, rather than an analysis 
of the goods/services themselves (in 
contrast to the UK/EU position for 
example). 

Filing in China 

Selecting only standard terms to 
describe goods/services can be 
frustrating for Applicants and the 
wording can give the impression the 
right does not actually cover what the 
Applicant wants it to. For example, the 
standard term “financial sponsorship” 
(class 36.02) may have to suffice as a 
replacement for “providing educational 
scholarships” which itself is not a 
recognised term. 

In addition, the lack of case-by-case 
analysis can also result in earlier 
marks covering seemingly different 
goods being raised as an obstacle to 
registration. 

Key Takeaways

Here are some important considerations 
when filing: 

9
594

3

• Coverage of the most relevant 
subclasses is of principle importance, 
rather than the description of goods/
services themselves. The application 
may therefore contain goods/
services which the Applicant does 
not strictly provide.

• Identifying and focusing on the 
Applicant’s key subclasses will help 
avoid receiving an extensive range of 
earlier marks being cited against an 
application. 

• International Registrations which 
designate China can be a useful 
tool for avoiding the need to 
use standard terms. However, if 
China’s subclass system has not 
been considered when drafting the 
original application, the Chinese 
registration’s scope of protection 
may be narrow.  

A trade mark application should be 
drafted specifically for China to ensure 
minimal objections and to ensure that, 
ultimately, robust protection is obtained. 
It is important to seek input from local 
counsel. Haseltine Lake Kempner’s close 
relationship with a number of attorney 
firms in China can assist you in securing 
protection for your trade marks.
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IP in China
The history of

In ancient China certain privileges 
were awarded to creations but this 
was very different to IP rights today

During the Qing dynasty the first piece 
of Chinese legislation concerning IP was 

created, it mirrored western laws 

1980s - Our attorneys first visit China 
on business 

1984 - First patent law in China 
enacted

2009 - Our 
representative 

office opened in 
Guangzhou

2019 marks 10 
years in China for 

Haseltine Lake 
Kempner

2010 - China became the second 
largest economy in the world

2009 - 241,435 patent filings and
838,071 trade mark filings in China 

according to WIPO stats

IP filings in China for 2018: 
Patents - 1,460,244 trade marks - 8,118,135

according to WIPO stats

17 specialised IP tribunals all set up 
in China

China had the largest patent filing 
total of any country - greater than 

the combined filings that year of the 
US, Japan, South Korea and Europe

2014 - 3 IP specialist courts were 
created in Beijing, Guangzhou and 

Shanghai

The SIPO Guidelines were updated, 
meaning that previously unpatentable 

claims for a “computer program 
product” or “machine-readable 

medium” were eligible for patent 
protection in China

2017

1800s

1898 - Emperor Guangxu of Qing 
dynasty introduced bylaws which 
were the first patent legislation in 

modern china 

1900s

1988 - The first Chinese patent 
infringement lawsuit was filed

1979 - Patent Law Drafting Committee 
established 

Chinese start ups received more 
funding for AI technologies than US 

start ups

2018-
2019
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Trends in intellectual property litigation in China 

• The total number of civil disputes involving IP has increased explosively, at an average 
rate of 25% per year. In 2009, local people’s courts admitted 30,626 new civil cases. By 
2018 this had grown to an incredible 283,414 new cases admitted.

• A similar trend is seen in the Supreme People’s Court, which admitted 297 IP-related civil 
cases in 2009 and 913 in 2018, representing an average annual increase of over 12%.

• The exponential increase in number of cases admitted does not appear to have 
overburdened the courts. The numbers of cases closed each year has kept track with 
cases admitted, growing from 30,509 in 2009 to 273,945 in 2018 in the local people’s 
courts, and 390 to 859 over the same period in the Supreme People’s Court.

• Copyright-related civil disputes comprise the bulk of the civil disputes, with copyright 
cases making up almost 70% of new civil cases in 2018. Trade mark cases made up 18%, 
and patent-related disputes 8% of the total.

• Civil IP disputes are overwhelmingly between Chinese parties. In 2009, only 1,361 (4.4%) 
involved a foreign party, and that ratio had fallen to 1.2% by 2016 (the last year for which 
records are available).

• The Chinese courts are also very active in administrative IP matters, reviewing the 
decisions of bodies responsible for granting and validating IP rights. The number of such 
matters increased from 2,072 in 2009 to 13,545 in 2018 in the local people’s courts, and 
54 to 642 over the same period in the People’s Supreme Court.

• Criminal cases involving IP, whilst substantial, are very much smaller in number than civil 
cases. In 2018 the local people’s courts accepted 4,319 IP criminal cases, an increase of 
only 20% since 2009.

• There are specialist intellectual property courts in Beijing, Shanghai, and Guangzhou, 
and intellectual property tribunals in Nanjing, Suzhou, Chengdu, and Wuhan. IP cases 
can also be heard by the hundreds of local people’s courts around the country.

• Since 2018, there has been a specialist division of the Supreme People’s Court – the IP 
Court – to deal with civil and administrative patent-related appeal cases. Parties can 
now appeal directly, rather than appealing to local appeal courts. 

Over the next 10 years, it will be interesting to see whether exponential growth of the past 
decade continues, and also whether there is an increasing number of foreign litigants 
making use of the Chinese courts for IP disputes.

We take a quick look at trends in Chinese IP litigation since 2009


